TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 30

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte FORTUNET, | NC.

Appeal No. 98-1501
Reexam nati on Control No. 90/003, 991t

HEARD: July 15, 1998

Bef ore KRASS, JERRY SM TH, and BARRETT, Adnministrative Patent

Judges.

BARRETT, Admi nistrative Patent Judge.

DECI SI ON ON REQUEST FOR REHEARI NG

! Request for reexam nation filed Cctober 5, 1995, by
third party requester Stuart Entertai nnment, Inc., for
reexam nation of clainms 1, 2, 4-8, 10, and 13-16 of U. S.
Pat ent 4, 455,025, entitled "ELECTRONI C CARD AND BOARD GAME, "
i ssued on June 19, 1984, to Yuri Itkis, based on Application
06/ 301, 118 (' 118 application), filed Septenber 11, 1981.
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Appel | ant patent owner, through new counsel, requests
rehearing under 37 CFR 8 1.197(b) of our decision entered
Sept enber 16, 1998 (Paper No. 27).

We have reconsi dered our decision in |ight of appellant's
arguments. W withdraw the rejection of clains 17 and 18
under 35 U . S.C. 8§ 112, first paragraph, and note several m nor
errors in the original decision, but otherw se decline to nake
any changes in our deci sion.

Pages of the REQUEST FOR RECONSI DERATI ON UNDER 37 CFR
1.197(b) are referred to as "RR__." Pages of our origina
decision are referred to as "D__

CPI NI ON

Corrections

We note the following mnor errors in our origina
deci si on:
1. On D56, line 16, "Claim6" should be "Claim9."
2. On D27, line 17, "claim 18" should be "claim 17."
3. On A5 and All, right columm, "Galen" should be del eted.
Thi s

nane was i nadvertently left in froman earlier draft.
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Appel | ant's arqunents

Appel | ant adopts a "shotgun" response, alleging every
possi bl e case | aw reason why a decision m ght be reversed
wi t hout providing nmuch in the way of analysis of the reasoning
in the rejections. Appellant is precluded from presenting any
new argunents for the first time in any judicial review of
this decision; we are not prescient and cannot address

argunments that have not been nade. See In re Wseman,

596 F.2d 1019, 1022, 201 USPQ 658, 661 (CCPA 1979) (arguments
must first be presented to the Board before they can be argued
on appeal).

W will follow appellant's organi zati on of the argunents.

MODI FI CATI ONS REQUESTED

1. "PRINTED PUBLI CATI ON'

Appel | ant argues that we inproperly shifted to it the
burden of proving that the 1980 CATALOG and the 1976
Agreenment? are not prior art printed publications (RRL-7).

Initially, it is noted that the 1980 CATALOG and the 1976

Agreenment are not critical to the obviousness rejection. W

2 Wi le appellant al so argues the PLATO V TERM NAL and
PLATO CURRI CULAR MATERI ALS references (RR4-6), only the 1980
CATALOG and the 1976 Agreenent are applied in the rejection.
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antici pated that appellant m ght produce evidence that woul d
prove that these references are not prior art printed
publications and, therefore, we stated that our decision was
not dependent on these references (D41): "While we believe
that only GQuz, Taylor or Peak, and Churchill are necessary to
the rejection, the 1980 CATALOG 1976 Agreenent, Wite, and
Julien are applied as additional evidence of obviousness."
Furthernore, we expressly noted at the end of the paragraph of
our decision where we discussed the additional obviousness
reasoni ng over the 1980 CATALOG and the 1976 Agreenent (D47):
"This reasoni ng based on the 1980 CATALCG and the 1976
Agreenment is in addition to the reasoning over 3 uz, Tayl or
and Peak; thus, the rejection does not fall if either the
1980 CATALCG or the 1976 Agreenent is held not to be a printed
publication.” Appellant proffers no evidence that the
references are not prior art printed publications and,
therefore, we stand by our conclusion that the 1980 CATALOG
and the 1976 Agreenent are prior art printed publications.
Appel I ant argues (RR1-7) that we erred in ignoring the

statenent in In re Hall, 781 F.2d 897, 899, 228 USPQ 453, 455

(Fed. Cir. 1986) that "[t] he proponent of the publication bar
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must show that prior to the critical date the reference was
sufficiently accessible, at least to the public interested in
the art . . ." and/or erred in interpreting the concurring

opi ni on by Judge Plager in In re Epstein, 32 F.3d 1559,

1570-71, 31 USPQ2d 1817, 1824-5 (Fed. GCr. 1994), to shift the
burden to the appellant. Appellant provides no anal ysis of
the cases and is barred from nmaki ng new argunents in any

judicial review of this decision. See Wseman, 596 F.2d at

1022, 201 USPQ at 661.

Epstein is consistent with Hall, a position apparently
never considered by appellant. What is involved is the Patent
and Trademark (PTO) practice referred to as the "prim facie
case.”" Once the PTO has established a prima facie case by
showi ng reasons why appellant is not entitled to a patent,
this shifts the burden of production of evidence to the
applicant to show why the PTOis wong. "[P]reponderance of
the evidence is the standard that nust be net by the PTO in

maki ng rej ections. In re Cavaney, 761 F.2d 671, 674,

226 USPQ 1, 3 (Fed. Gr. 1995). 1In this case, the facts
surroundi ng the docunents were sufficient to establish by a

preponderance (weight) of the evidence, a prima facie case
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that the references were publicly accessible prior to
appellant's filing date and, therefore, were prior art printed
publications. Hall requires no nore. The burden of going
forward with the evidence then shifted to appellant to show
facts to the contrary. As discussed by Judge Plager in his
concurring opinion in Epstein, it is not unreasonable to
expect the applicant to bear the cost of further investigation
suggested by avail abl e informati on once the PTO has net its
initial burden of production. Therefore, we neither ignored
the precedential effect of Hall nor el evated subsequent
Federal Circuit opinions to be controlling over earlier
Federal Circuit decisions, as we are dared to state by
appel l ant (RR3). Appellant indicates no awareness of the
concept of a prina facie case or the standard of proof.
Appel  ant woul d require the PTOto prove every fact related to
whet her a document is a prior art printed publication by a
cl ear and convincing standard (e.g., RBr3, 8, 12).

We have net our burden of establishing a prim facie case
that 1980 CATALOG and the 1976 Agreenent are prior art printed

publications. The 1980 CATALOG was submtted as Exhibit Ato
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the second Peltz declaration (D16). Peltz stated (page 00153):
5. Attached hereto are Exhibits "A" and "B" which

are true and correct copies of certain pages of two
docunents | retrieved fromarchive files at the
University of Illinois. These archive files have been
used since at |east the 1970's for storing catal og and
other information related to the Plato System (now cal |l ed
NovaNet ) .

Thus, the docunent was in a conputer related archive file at a

state university, which reasonably suggests public

accessibility to nmenbers of the university conputer community.

The deposition of M. Peltz in the file, taken in Fortunet

Inc. v. American Milti-Systens, et al., TS 92-1752-1EGE LSP) on
May 27, 1993, states that what is apparently the 1980 CATALOG
was retrieved fromthe archive at CERL (Conputer Based
Educati on Research Lab) (page 16, line 19 to page 17, line 5)
and, so, provides no real additional information. Appellant
coul d have cross-exam ned M. Peltz at the tinme to determne
public accessibility to the archive, but did not. Appellant
argues that the Peltz declaration "neglects to indicate the
public accessability [sic] of these archives" (RR6), but
suggests no reasons why an archive file at a state university

woul d not be accessible to the public.
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The 1980 CATALOG has a cover with comrercial quality graphics
and

a separate copyright page which states "Copyri ght © 1978,

1979,
1980 by Control Data Corporation” (page 00158) and overal

appears to be the kind of docunent that would be publicly

di stributed. The cover of the catal og indicates "Control Data
Educati on Conpany"; the term "Educati on Conpany"” suggests a
catal og intended for public distribution froma vendor of
educati onal products to potential users. The Introduction
states that "[t]his catal og describes the curricul uns,

courses, and learning activities that are available on the
Control Data PLATO®R system unless otherw se indicated”

(page 00159), which is witten to a general public audience
and not for sonme internal Control Data use. As we stated in
our decision (D16): "There is no |ogical reason why a catal og
of materials intended for use in an educational curricul um at
a university would be kept confidential." These facts
establish by a preponderance of the evidence that the 1980
CATALOG was publicly accessible before appellant's filing date
and supports a prina facie case that the 1980 CATALOG is a

prior art printed publication. There is no evidence to the
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contrary. W have only argunent of counsel that: (1) a date

alone is not sufficient (RR5); and (2) the Peltz declaration

"neglects to indicate the public accessability [sic] of these
archi ves" (RR6).

The 1976 Agreenent is a contract between the University
of Illinois, a state university, and Control Data Corporation.
There is no indication of any confidentiality agreenent on the
1976 Agreenent. As stated in the letter by Marcia Rotounda,
Associ ate Counsel, University of Illinois, to R chard Prato,

i n-house counsel for appellant, in Exhibit 4 of appellant's
list of exhibits submtted with the Brief:

Per our tel ephone conversation on April 14, enclosed are

copies of the followng publicly available University

docunents relating to PLATO courseware: 1) the 1976

Cour seware Agreenent with Control Data Corporation; and

2) the 1979 Amendnent to the Courseware Agreenent; and

3) alist of |essons published by CDC under those
agreenents as of May 7, 1986. |[Enphasis added. ]

In view of this statenment in the record submtted by
appel l ant, which we presune appellant has read, appellant's
argunments contesting the 1976 Agreenent as a prior art printed
publication are frivolous. In addition, it is well known that
nost states have |l aws that provide that state contracts are

public records because taxpayer funds are used to fund such
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contracts. Illinois has such a public record provision as we
di scovered froma two-m nute search on LEXIS. As stated in

Qoerman v. Byrne, 445 N. E.2d 374, 379 (IIl. App. C. 1983):

Article VIIl, section 1 of the 1970 Illinois
Constitution, provides:

(c) Reports and records of the obligation, receipt and
use of public funds of the State, units of |oca
governnment and school districts are public records
avai l abl e for inspection by the public according to |law. "

These facts are sufficient to establish by a preponderance of
the evidence that the 1976 Agreenent was a public record and,
hence, to establish a prima facie case that the 1976 Agreenent
is a prior art printed publication.

Appel | ant argues that our statenent that "Appellant does
not deny that the 1976 Agreenment is a prior art printed
publication” (D32) inperm ssibly shifts the burden to
appel | ant (RR6):

This attenpted shift in burden is all the nore inproper

as the reference being held to be on its face indicative

of technical distribution and ready retrieval by those

pursui ng the associated technology is clearly part of a

private contract agreenent that warrants no such

unf ounded and specul ative assunptions. In any event, the

pat ent owner does deny any such adm ssion and further

notes that the private contractual nature of the
agreenent denonstrates the abusive extrenes that the PTO

- 10 -
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would go to if it had actually been granted the authority
it asserts that Judge Plager granted it.

It is apparent that appellant has nmade no effort at all to

i nvesti gate whether or not the 1976 Agreenment was publicly
accessi ble, including reading Exhibit 4 to the |list of
exhibits submtted with the brief, but chooses to blindly
argue that the PTO has not proven it. As discussed in the
precedi ng paragraph, the 1976 Agreenent is a public record,

whi ch establishes a prinma facie case that it is a prior art
printed publication sufficient to shift the burden of
production of evidence to appellant. Appellant's argunent
that "the [1976 Agreenent] being held to be on its face

i ndi cative of technical distribution and ready retrieval by
those pursuing the associated technology is clearly part of a
private contract agreenent that warrants no such unfounded and
specul ati ve assunptions” sinply characterizes the docunent as
"clearly part of a private contract agreenent” w thout any
bona fide attenpt to investigate whether it was or not. 1In
our decision, we stated that "Appellant does not deny that the
1976 Agreenent is a prior art printed publication" (D32) since
appel l ant had submtted the 1976 Agreenent. Appellant's
statenment that "[i]n any event, the patent owner does deny any

- 11 -
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such adm ssion" (RR6) only denies any adm ssion that the
1976 Agreenent is a prior art printed publication, wthout
addr essi ng express statenents in Exhibit 4.

The PTO has established a prima facie case that the 1980
CATALOG and the 1976 Agreenent are prior art printed
publications. Appellant has done nothing to show they are not
except to provide attorney argunent that the evidence is
insufficient and that the PTO or the reexani nation requester
shoul d have the burden of further investigation. This case is
very simlar to Epstein except that it involves the question
of "printed publication" rather than "in public use or on
sale.” What is additionally conpelling for requiring
appel lant to do the further investigation in this case is that
appel lant is or has been involved in nunmerous civil actions
(D2-3) where presunably these docunents were produced. W
know t he 1980 CATALOG was produced at M. Peltz's deposition.
Appel | ant presunmably had the opportunity at the tinme to cross-
exam ne whoever produced the docunment and may still have the
capability to force discovery. The PTO has no such discovery
powers. This is not a case where burden shifting to further

i nvestigate i s being abused or where appellant is being

- 12 -
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harassed: appellant is in the best position to discover
relevant information. 1In view of the strict duty of

di scl osure requirenents of 37 CFR 8§ 1.56, we presune that
appel | ant has conducted the necessary investigation to nake
sure that all relevant evidence regardi ng these docunents has
been provided to the PTO for its consideration. The record
before us is sufficient to establish a prina facie case of
prior art printed publication and no contrary facts have been

adduced.

2. ORI G NAL PATENT CLAI M LANGUAGE

Appel I ant argues that we violated PTO policy in entering
a new ground of rejection as to clains 17-18 under 35 U S. C
8§ 112, first paragraph, based on a lack of witten description
in the original Itkis patent application for the limtation of
"sai d tangi bl e bingo card being at |east partially
transparent” in claim17 because such anounts to a de facto
rejection of original claim1l, which contains the limtation.
Appel  ant argues "[t]hat this rejection of a new claim17
because of original claim1ll | anguage is inproper and viol ates

PTO policy is clear from MPEP § 2250 [sic, 2258] (July 1998)"

- 13 -
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(RR7). Appellant further argues that we violated PTO policy
by treating original claimlimtations relative to clains 93
and 12 (RR7-8). Appellant argues that the rejection of clains
17 and 18 and the conments regarding clains 9 and 12 shoul d be
expunged (RR8).
Whet her or not a rejection follows PTO policy in the MPEP
Is a petitionable matter and appel | ant has not petitioned.
The rules control over the MPEP and state that "new clains
will be examined . . . for conpliance with the
requirenents of 35 U.S.C. 112," 37 CFR § 1.552(b). Thus, the
rejection is considered proper. Nevertheless, rather than
create a sideshow based on the MPEP, we withdraw the rejection
of clainms 17 and 18 under 35 U.S.C. 8§ 112, first paragraph.
W will not wthdraw or expunge our comments regarding the
claimproblem It is expressly permtted to note the
exi stence of issues which cannot be raised in a reexam nation
"in which case the patent owner may desire to consider the
advisability of filing a reissue application to have such

questions consi dered and resolved.” 37 CFR § 1.552(c).

8 Appellant also refers to claim6. This is apparently
due to a typographical error in our decision at D56, |ine 16,
where "Cl aim6" should have been "Claim9."

- 14 -
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Therefore, appellant cannot avoid a statenent on the record
about the problemin claim 17 and expungenent is not an
appropriate action.

As to clains 9 and 12, we nerely pointed out how t he
clains nust be interpreted to be consistent with the
specification so as not to raise a witten description issue
(D55-57). W also noted a mnor |ack of antecedent basis
problemw th claim12. It is expressly permitted to note the
exi stence of issues which cannot be raised in a reexam nation.

See 37 CFR 8§ 1.552(c).

3. ADVI SORY OPI NI ONS

Appel I ant requests "that the inproper advisory opinions
of fered as to possible rel evancy of various decl arations
appearing at pages 16 and 18 of the decision be expunged as
being directed to matters outside the scope of any proper
reexam nation"” (RR8). It is expressly permtted to note the
exi stence of issues which cannot be raised in a reexam nation.

See 37 CFR § 1.552(c).

37 CFR 8§ 1.196(b) NEW GROUNDS OF REJECTI ON

- 15 -
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1. 35 US.C § 112

The rejection under 35 U.S.C. 8§ 112, first paragraph, has
been wit hdrawn. Nevertheless, we do not w thdraw our comrents
and, therefore, we will address appellant's argunents that
"transparent” includes "perforations.” Before doing that, we
note that the exam ner indicated that claim211l contained
al | onabl e subject matter over the prior art printed
publ i cati ons and 3 uz because "the tangi ble bingo cards are
not disclosed as partially transparent and there is no
notivation within the art to nake particular cards partially
transparent” (Paper No. 9, entered June 27, 1996) and
appel l ant incorporated the limtation of claim1ll with claim1
wi t hout further coment (Paper No. 10, Amendnent received
Sept enber 29, 1996). If "transparent” is interpreted to
i nclude "perforations" as argued by appellant, then clains 11
and 17 should be rejected as unpatentabl e because d uz,
figure 18, clearly shows cards with perforations. Appellant
does not give any indication that it takes a position
I nconsi stent with the prosecution history.

It is argued that "the support for the disputed claim

| anguage (' said tangi ble bingo card being at |east partially

- 16 -
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transparent') is inherent in the original disclosure of the
pat ent under reexam nation"” (RR8) because the disclosure of
"perforations” inherently renders that card "at | east
partially transparent.” Appellant contends that the
"observation that '"[t]ransparent” does not nean "perforated"
is in error and that the rejection | acks any reasonabl e basi s"
(RR9). Appellant argues that "the scientific definition for
"transparent’ was '[p]ermtting the passage of radiation or
particles" (RRL0) and, since a hole permts passage of

radi ati on, a perforation makes the card transparent.

We di sagree with appellant's argunents, partly because
the argunents are inconsistent with and make no attenpt to
expl ain statenments in the prosecution history. "Transparent”
is defined as "la: having the property of transmtting |ight
Wi t hout appreciable scattering so that bodies |ying beyond are
entirely visible . . . b: so |oose or open in texture as to
admt the passage of light . . . c: TRANSLUCENT," Wbster's

Third New International Dictionary (unabridged) (G & Merriam

Co. 1961). "Transparent” refers to a solid or |oose texture

material that transmts light, such as a wi ndow or gauze. A
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"perforation” or hole does nmake the material it is in
transparent: a wall is not transparent because it has a hole.
As noted in our decision (D57), in the anmendnent received
January 13, 1983 (Paper No. 1% on paper, No. 2% on Contents
page of the file wapper), in the original '118 application
for the Itkis patent, an anendnent was proposed to the
specification to include the statenent that the gane cards nay
use "translucent cards.” This anendnent was never entered,
but indicates that "translucent” was intended to nean
sonething different than perforated. There is no support for
the terns "translucent" or "transparent"” in the '118
application. As also noted in our decision (D56), in Paper
No. 4 in the '118 application, the remarks for claim24 (now
patent claim9) stated:
In case the card is at least partially transparent (and
preferably is translucent and has inprinted Bingo
nunbers), the display can be visible through the card
while it overlays the latter. This presents an
opportunity to indicate the called Bingo nunbers and the
Wi nning pattern directly utilizing the Bingo nunbers
i mprinted on the surface of the card.
It appears that appellant was trying to add a cl ear,

transparent (not perforated) card having nunbers which

overl ays the display, |ike the translucent board in Tayl or.

- 18 -
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Appel | ant does not address any of this prosecution history.
Appel l ant's argunments that "transparent” neans "perforated”
are inconsistent wwth the use of those terns in the
prosecution history.

2. 35 US.C 8§ 103

A. DUE PROCESS

Appel | ant argues that the rejections fail to give
adequate notice of the reasons for the rejection as required
by procedural due process and 35 U.S.C. § 132. Appellants
argue that there is a scattered and confused presentation of
possi bl e reference conbinations relied upon (RR12-13).

We stand by our rejection. It is clear that "only d uz,
Tayl or or Peak, and Churchill are necessary to the rejection,
[and] the 1980 CATALOG 1976 Agreenent, Wite, and Julien are
applied as additional evidence of nonobvi ousness"” (D41,
lines 11-13). The rejection adequately infornms appell ant of
the prior art teachings and reasons for conbining the
t eachi ngs.

Appel I ant notes that statenents at A5 and AlO appear to
incorrectly add a reference nanmed "Galen" (RR11-12). W agree

that the reference to Galen was i nadvertently retained from an
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earlier draft and should be omtted as noted in the

"Corrections” on page 2 of this decision on rehearing.

B. BROADEST REASONABLE | NTERPRETATI ON

Appel | ant argues that we erred in our claim
interpretation. |In particular, appellant argues that a
"command” indicates a predeterm ned type of conputer operation
defined by an instruction, and "data" is a general termfor
nunbers, letters, synbols and analog quantities (RR16). It is
argued that "the artisan woul d have understood that the
'commands and data' of Claim1l does not enconpass the nere
supply of power on an appropriate |line to cause a desired
light to be energized as taught by both Tayl or and Peak"
(RR16) .

Caiml recites "a data i nput neans including a keyboard
and a renote data entry nmeans” in the preanble. Caiml
recites "said data input neans inputting commands and data
i ncluding called bingo nunbers.” This does not recite whether
the conmands and data are inputted via the keyboard or the
renote data entry neans (or some other unspecified part of the

data input neans). Caim1 further recites "comrunication

- 20 -
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channel neans operatively interconnecting renotely | ocated
neans to said renote data entry neans to deliver at |east a
portion of said conmands and data fromsaid renotely | ocated
nmeans to said electronic gane board via said renote data entry

means."” The phrase "at least a portion of said commands and

data" (enphasis added) indicates that conmands, or data, or
both, can be entered via the renote data entry neans; it does
not require that the "at |least a portion” includes a m x of
bot h conmmands and data. Therefore, claim1l requires only
transm ssion of data, e.g., the bingo nunbers, fromthe
renotely | ocated neans to the renote data entry nmeans. Tayl or
and Peak transfer called bingo nunbers, which are data, froma
central panel to a plurality of player boards by supplying
power on an appropriate conductor. That the bingo nunber data
is represented by a voltage on a wire does not nean there is
no data as argued by appellant; it is nerely a different way
of transmtting the data and no particular way of transmtting
data is clained. Taylor also discloses transmtting a reset
signal to end one gane and begin another (col. 4,

lines 28-33), which is a command. It is true that neither

Tayl or nor Peak discloses inputting the data and commands to a
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m croprocessor; the "renote data entry neans” in Taylor and
Peak is a set of wires into the player boards connecting wres
directly to the lights. However, the obviousness rejection is
based on applying the teaching of transmtting called bingo
nunbers to a player station in Taylor and Peak to transmtting
cal |l ed bingo nunbers to the m croprocessor controlled bingo
gane device of Quz (e.g., D45, A5), which reasoning we do not
find addressed anywhere in appellant's argunents. Manifestly,
it would be inappropriate to argue such reasoning for the
first tinme in any judicial review

Appel  ant argues that "Claim 1l requires that the recited
' conmands and data' nust cone fromthe 'renotely | ocated
means' and be the sane as the 'conmands and data incl uding
bi ngo nunbers' being i nput by the data i nput neans to a
processi ng neans that nust determ ne 'status' based upon 'a
mut ual conpari son of said called bingo nunbers with said bingo
card nunbers and with said bingo pattern" (RR16-17). As
di scussed in the precedi ng paragraph, the phrase "at |east a
portion of said conmands and data" (enphasis added) in claim1l
i ndi cates that commands, or data, or both, can be entered via

the renote data entry neans; it does not require a mx of both
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commands and data as argued by appellant. In any case,
however, Tayl or discloses the transm ssion of at |east one

command: the reset conmmand.

C. UNFOUNDED SPECULATI ON

Appel I ant argues that "[t] he decision al so does not
expl ai n how and why the vague phrase 'the PLATO system "calls

the nunbers"' fromthe 1980 CATALOG is interpreted to nean

that sonme kind of data transmission is required" (RRLl7) and

that "whatever the 1976 Agreenent may teach about term nals,
it teaches nothing about bingo played using such term nals”
(RR17). Appellant does not point to any particular part of
our deci sion.

The 1980 CATALOG and the 1976 Agreenent are discussed in
our decision at D31-33 and D46-47. The teaching of the 1980
CATALOG and the 1976 Agreenent shoul d be consi dered together
because the 1980 CATALOG di scl oses a bingo gane played on the
PLATO system and the 1976 Agreenent describes the PLATO
system The 1976 Agreenent di scl oses the PLATO system
har dwar e having a central conputer and one or nore renote

termnals. In the old style termnals, without a term na
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processor for |ocal conputation, the prograns were run on the
central conputer and data was transmtted to and fromthe
termnals (D32-33). The 1980 CATALOG descri bes the bingo gane
as follows (D32):
This activity presents an interterm nal game of Bingo
that up to twenty people may play sinultaneously. The
PLATO system "cal |l s the nunbers"” and records the top
forty noney winners and stores their records.
Toget her, these references disclose that a bingo game program
Is run on a central conputer which is connected with up to
twenty term nals. The program on the central computer "calls
the nunbers" and nust performthe necessary steps to send and
receive data and to "play" the gane with individuals on the
term nal s because no calculation is done at the |oca
termnals. Manifestly, this requires comunication between

the central conputer and the termnals. Appellant does not

expl ai n what other interpretation is possible.

D. MEETING ALL G AIM LI M TATI ONS

Appel | ant argues that "[Db] esides not addressing the
' conmands and data' teachings lacking in the references in
terns of the clains considered as a whol e, the decision nakes
no attenpt to show how the references teach transm ssion of
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any bingo related data, such as bingo cards, bingo card
identification nunbers, or bingo patterns to a players device"
(RR17-18).

As addressed in section "B. BROADEST REASONABLE
| NTERPRETATION," claim1l is net when only data (which is a
"portion of said commands and data") is sent fromthe renotely
| ocated nmeans to the renote data entry neans. C aim1 does
not require transm ssion of both commands and data. Tayl or
and Peak disclose transmtting called bingo nunbers and, in
addi tion, Taylor discloses transmtting at |east one command.
As to appellant's argunent that "the decision makes no attenpt
to show how the references teach transm ssion of any bingo
rel ated data, such as bingo cards, bingo card identification
nunbers, or bingo patterns to a players device" (RR1L7-18), the
clainms do not require transm ssion of the |isted data. Bingo
cards, bingo card identification nunbers, and bingo patterns
can be entered via the card reader, which is taught by G uz.
Appel l ant' s argunments are not conmensurate in scope with the

clains. C. Inre Self, 671 F.2d 1344, 1348, 213 USPQ 1, 5

(CCPA 1982) ("Many of appellant's argunents fail fromthe
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outset because . . . they are not based on |imtations
appearing in the clains.").

Appel | ant argues that we inproperly interpreted the
"current status" as the "final status" (RR18) and did "not
properly read[] 'current status' in the context of real tine
as used throughout the disclosure” (RRL8). These argunents
are based on limtations not found in the clains. W broadly
interpreted "current status" to mean a current indication of
"WN' or "NOWN'" (A3). W also noted that "[t]he 'current
status' is not defined to be a visual representation of a
bi ngo card as shown in fig. 12 of Itkis" (A3). The fact that
claim 3 expressly recites "indicating natches between said
call ed bingo nunbers and said bingo card nunbers" indicates
that such imtation is not part of claim1l1, and that "current
status" does not require displaying matches.

Appel I ant al so argues (RR18):

[T]he attenpted fall back position at page A3 is

deficient as presenting a mere conclusion that Peak or

Tayl or sonmehow teach or suggest this daiml [imtation

in which status is to be derived by a processing neans

conparison. There are no processing conparisons taught
by these references because they require the player to
mental |y determ ne matches, not the player device. |If
the PTOis relying upon these references, or any other

references for a specific teaching or suggestion, then it
shoul d be able to "indicate where such a teaching or
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suggestion appears in [these references],” as noted in
In re Rijckaert, 28 USPQ2d 1955, 1957 (Fed. Gir. 1993).

G uz perfornms a processi ng neans conpari son between call ed

bi ngo nunbers and the stored bingo nunbers. d uz does not

di splay the matches. Automatically displaying matches between
the call ed nunbers and the bingo card nunbers is shown in both
Tayl or and Peak, although the match is a result of hardw ring
bet ween the call ed nunbers and the bingo card nunber and not a
processi ng nmeans conparison. In Taylor, the natches are

aut omati c because of the hardwiring. In Peak, the natches may
be automatic (col. 3, line 73 to col. 4, line 3) or manual.
One of ordinary skill in the art woul d have been taught by
Tayl or and Peak that matches could be automatically displ ayed,
and this woul d have notivated himor her to display the
matches in Quz on, for exanple, Quz's bingo screen 11. This
reasoning is only necessary if the limtation of "signaling
the current status of a bingo gane" in claiml is interpreted

to require displaying mtches as recited in dependent claim 3.

E. CCAIM3 LI M TATI ONS

Appel  ant argues that "it is clear that Claim3 requires
the capability to show on a data display plural card shaped
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tabl oi ds which none of the cited references teach or suggest”
(enphasi s added) (RR18-19).
Claim3 recites that "said display[] continuously

di spl ays as many bi ngo shaped card shaped tabl oids as there

are bingo cards being played.”" As we noted in our decision
(A6; see also D51): "Claim 3 does not require nore than a
singl e bingo card shaped tabloid." Appellant's argunent does

not explain how claim3 requires nore than one tabloid, if
only one bingo card is being played. Cdaim3 does not recite
pl ural tabl oids.

Appel I ant further argues (RR19):

In addition, to the lack of this kind of data display by
Tayl or or Peak, none of the applied references reasonably
teach displaying "matches between said call ed bingo
nunbers and said bingo card nunbers.” Cdearly, Guz only
di spl ays bingo cards "as is." As noted above, Taylor and
Peak have no true data display teachings, they only teach
provi di ng translucent bingo cards and |lights to be

energi zed, no matching of a called nunber to a card
nunber is involved, at |least not in the nutual conparison
manner of base C aim 1.

We refer to our reasoning in the |ast paragraph of the
precedi ng section. duz makes conputer matches. Taylor and
Peak di splay nmatches, al beit because of hardwi ring and not a
conputer conparison. W conclude that the references together
woul d have suggested di spl ayi ng nat ches between cal | ed bi ngo
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nunbers and bingo card nunbers. The rejection is based on
obvi ousness. Appellant fails to address what the collective
teachi ngs of the references woul d reasonably have suggested to

one of ordinary skill in the art.

E. TEACH NG AVWAY

Appel | ant argues that the references teach away.
Appel | ant argues that "the teaching of Quz is that the use of
a master panel-control type device is not appropriate with his
devi ce configured to play bingo" (RR20).

We agree, of course, that evidence of teaching away nust

be considered. See In re Dow Chem cal Co., 837 F.2d 469, 473,

5 USP@Q2d 1529, 1532 (Fed. G r. 1988) ("Evidence that supports,
rat her than negates, patentability nmust be fairly
considered."). "A reference may be said to teach away when a
person of ordinary skill, upon [exam ning] the reference,
woul d be discouraged fromfollow ng the path set out in the

reference, or would be led in a direction divergent fromthe

path that was taken by the applicant.” In re Guirley,
27 F.3d 551, 553, 31 USP2d 1130, 1131 (Fed. Cir. 1994). It

Is not a teaching away when an inventor chooses to do
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sonething different than the prior art. d uz recogni zes that
mast er panel -control type devices may be used, referring to
Tayl or and Peak. That Quz elected not to use a naster
control panel to produce a portable device does not teach one
skilled in the art that a master control panel wll not work
or teach away fromusing such a panel if its functions of
provi ding central control are required.

Appel | ant argues (RR20):

In addition, Juz teaches the automatic detection of
bingo by the CPU 2 so as to intentionally avoid pl ayer

i nvol venent whil e Tayl or and Peak intentionally require
the player to determ ne bingo, conplete opposite
approaches that cannot be conbined. Either the device is
to have renote input or not and either the device

determ nes bingo or the player does. To nodify one to
operate as taught by the other destroys the existing
operation and a basic operating principle of these
references. If in fact the nunbers in duz were supplied
renotely, the device would becone a fully autonated
device (Wth [sic] regard to entry of the called bingo
nunbers) | eaving the player with absolutely nothing to do
in contradiction to the teachings of GQuz, Taylor, and
Peak. Consequently, the alleged conbination of teachings
"woul d not work" conpatibly with the operating principles
set forth by duz.

We di sagree with appellant's thene that there is a "teaching
away" or that the conbination of references would render d uz
unsuitable for its intended purpose. One of ordinary skill in

the art would have had sufficient skill and know edge to
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conbi ne desirable features of individual references (D44-45),
such as the renote input of Taylor and Peak and the

m croprocessor control of GQuz. The fact that all features do
not appear in a single reference is not a "teaching away." It
is further noted that Peak expressly teaches that bingo can be
determi ned automatically (circuit of figure 3 described at

col. 5, lines 30-69) and Tayl or was aware of the teachings of
Peak because it is cited in the background of the invention
(Taylor, col. 1, line 25). Peak also discloses that bingo can
be determ ned by the player meking the conparisons to the

call ed nunbers or by a "lazy" nmethod where the lights of the
bi ngo card nunbers corresponding to a called nunber are
automatically lit. One skilled in the electronic bingo art
woul d have appreciated that any or all of these nbdes were
possible with no one node teaching away from anot her. Thus,
there is nothing contradictory or destructive between the

teachi ngs of duz, Taylor, and Peak

G MODI FI CATI ONS DESTROYI NG BASI C OPERATI NG PRI NCI PLES

ND

RENDERI NG UNSUI TABLE FOR | NTENDED PURPOSE NOT
PERM TTED
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These argunents nostly rehash the "teachi ng away"
argunments of the previous section and we refer to our previous
response.
Appel | ant argues (RR21-22):
The PTO al so gives no consideration to the fact that 4 uz
was clearly fully aware of the reference teachings being
relied upon from Tayl or and Peak, yet found none of the
PTO asserted advantages thereof to suggest that he shoul d
I ncor porate such teachings. To the contrary, even though
wel | aware of these references and the relied upon
teachings, dQuz determ ned themto be "undesirable" and
expressly stated these findings.
The fact that G uz decided not to adopt features of Tayl or and
Peak does not nean that Juz or one of ordinary skill in the
art woul d have thought those features would not work or teach
away. One person's advantages are another person's
di sadvant ages dependi ng on what results are being sought.

"Patents are part of the literature of the art and are

relevant for all they contain.” |In re Young, 927 F.2d 588,

590, 18 USP@d 1089, 1091 (Fed. Cir. 1991). W consider

Tayl or, Peak, and GQuz for what is disclosed in relation to
the clainmed invention. One skilled in the art woul d have

| ooked at d uz, Taylor, and Peak and been notivated to sel ect

desirable features as taught by those patents (D44-45). The
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conbi nati on does not render any of the references unsuitable

for its intended purpose.

H__MOTI VATI ON REQUI RED

Appel | ant argues that "[w] hile the PTO appears to
recogni ze the additional requirenent to denonstrate notivation
at the bottom of page 40 ('given the notivation to do so') it
fails to even attenpt to properly weigh the notivation factors
present to reach a fair conclusion based upon | ogica
reasoni ng apparent from positive, concrete evidence of record”
(RR22- 23).

The notivation is discussed throughout the rejection in
our decision (D41-52). For exanple, see the discussion at

A44- 45,

. AMBI GUOUS REFERENCE STATENMENTS

Appel | ant argues that "the PTO finding (at page 32) that

the 1980 CATALOG di scl oses 'that bingo nay be played on a

network of termnals where the system"calls the nunbers"' is
not hi ng nore than an unwarranted assunpti on nade rel ative [tO]

what are clearly anbiguous statenents in the single short
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par agraph being inappropriately interpreted’ (RR23) and "[t] he
bi ggest anbiguity of all is what the ' PLATO system m ght be
since this reference is silent as to its makeup" (RR23).
Appel l ant also criticizes the 1976 Agreenment as not teaching
bi ngo (RR23-24).

These argunents rehash the argunents in section
"C. UNFOUNDED SPECULATION." We refer back to our response in
t hat section.

Appel | ant argues that there is no "established factua
basis that permts an assunption that the PLATO system bei ng

referenced in the 1980 CATALOG is the exact sane PLATO system

reference in the 1976 Agreenent because the sane acronymis

used" (RR24).

Since the 1976 Agreenent is a contract between the
University of Illinois and Control Data Corporation regarding
a Control Data conputer system known as the PLATO System and
the 1980 CATALOG i s published by Control Data Corporation and
"describes the curriculunms, courses, and |learning activities
that are avail able now on the Control Data PLATO® systent

(page 00159) and the bingo gane is said to be played on the



Appeal No. 98-1501
Reexam nati on Control No. 90/003, 991

PLATO system it is certain that both references describe the

sane system

J. CAIMS 10, 14, AND 15

Appel | ant argues that "none of these references have a
teachi ng that woul d have notivated the artisan to provide a
pseudo random bi ngo nunber generator with the devices instead
of centrally with the renote entry device, at least if the
proposed rationale offered as to Caiml is to have any
credence" (RR24).

We do not find where appellant chal |l enged the pseudo
random nunber generator limtation as taught by Loyd in either
the Brief or the Reply Brief. Although we entered new grounds
of rejection, the only issue with respect to clains 10 and 14
Is the sane limtation as before of the pseudo random bi ngo
nunber generator using the sane reference to Loyd; thus, the
ground of rejection of clains 10 and 14 is not new. Appell ant
coul d have argued this limtation during prosecution, but did
not. This is the reason additional art was not cited.
Appel | ant shoul d be bound by the acts of its previous counse

and precluded fromarguing previously uncontested limtations.
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See Link v. Wabash R R Co., 370 U S. 626, 633-34 (1962)
("Petitioner voluntarily chose this attorney as his
representative in the action, and he cannot now avoid the
consequences of the acts or om ssions of this freely sel ected
agent. Any other notion would be wholly inconsistent with our
system of representative litigation, in which each party is
deenmed bound by the acts of his | awer-agent and is considered
to have 'notice of all facts, notice of which can be charged

upon the attorney.'") (quoting Smth v. Ayer, 101 U S. 320,

326 (1879)).

Nevert hel ess, we stand by the rejection over Loyd. Loyd
di scl oses a centrally | ocated manual | y operated pseudo random
nunber generator. One of ordinary skill in the electronic
ganme and bingo gane art was not so lacking in skill as to
limt Loyd to its express teachings of the |location of the
nunber generator. |In our opinion, one of ordinary skill in
the art woul d have been notivated to | ocate a pseudo random
nunber generator as taught by Loyd in the dQuz device for the
pur pose of making a bingo device that could be played al one

(D51-52).
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CONCLUSI ON

We have granted appellant's request for rehearing to the
extent that we have withdrawn the rejection of clains 17
and 18 under 35 U. S.C. § 112, first paragraph, but otherw se
deny the request wth respect to maki ng any changes therein.
No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).
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